Claims 2-4, 6-7, 15, 16jMid 2044a»s peRding mihe applica^^ Giaisjs 2-4, 6-7, IS, 
1 6, and 20-24 were rejected, 

Tfie Examite itekiiowledged that the Request for Contm«M Bxainmation y»der 37 CF R 
1 .1 14 -filed OB November 23, 2010 has been entered; and that the fiBaiity of the previous Office 
action has been withdraMi puisiiaot to 37 CFR 1, 114, 

Applicants have ainended claims 2, 7, 15, 20, 22, and 23 Foi" elariOcation pur|X>ses. 
Support for these amendments can be found throughout the specification, for example, at page 4, 
lines 3-25 j at page 5, lines 20-25, at page 6,:liaes B-12, at page 7, lines 25-32 and at page 8, lines 
3-6. Nd ne w matter lias been added. 

Attaciied in support of this response is the Declaration of Aiessandro Garfiignini. .Mr. 
Cart^gainl is submitling this Declafation as 6ne of skill in the art. 

This ■ Amendment, filed in xeply to the Office Action dated February 1 5, 201 i , is believed 
to be fidly responsive to each point; of objectiba and rejeetion raised therein. 

Accordingly, favorable reconsideration on the nierits is respecttuily requested. 

Resp&ttsfe to Aiaendiaeat 

The Exaniiner acknowledged the ainendment fded by Applicants on N'dven>bef 23, 2010, 
%'^4es^in hew ciaims 20-24 had been added and claims 1, 5, S-14, and 17-19 had been canceled. 
The Exianine? indicated that, in light of fee amendment, previdujs rejections except those 
p^^sented below were withdra'wn, 

1. and Cariagnlai 

Claims 2-4, 6-7, and 15-16 were rejected iinder 35 U.S.C. 103(a) as allegedly being 
impsteatablc over US 4,477,631 ("Danesi'') in view of EF 23Q,212 f 'C'artagntni"). 
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The Examiner contersdesi tl>8t Danes! disctoses a process for prepariiig a plasto^ 
elastomeric mmposMm havmg improved jprocessabllity eqmprisiag dynamieal vuicmiizatioii of 
a plastomeiic oiefimc pdlymer aiid EFDM (citmg Atsslmct; col. I, 6$-6S; arid eoL 2, lines 
1*4), l» the preseiice of hateg^Ji-doTior free system consistiiig of jpfeenolw non'haldgenated tesin 
aiid a metal compound selected from the ga>up cotjsistiiig of calcf ufti carhotsate (as to instant 
claims 7 aiid 15; citing Al"?strac.t and col. 3, lines 26-31), magnesmm oxidc% and alumina (citing 
col, 3, lines 26-3!) to produce at least partially cross-linked eiastomeric terpoiymer (citing col, 3, 
lijies 50-51), uiierein tke phenoiie non-hi^ogenated resin is having the Ibliowing ix>nnala: 



wlierein Xi eompiises ^CHj-; md 

M is alkyis airy! or jilkenyl containing^ 16 carbon Moms (citing col. I, lines i-l5). 

The Examiner CDBtended that phenolic resin is used in an>ount of 1-10 pbw aiid the ratio 
of the u.sed calciu.m carbonate to phenoUc resia is 0.5:1 to 5:1 (ciling col. 3^ lines 41-44), The 
Examiner re^^oned tliat it would have been obvious to a oii;e of ordinaty' skill in the art tiiat 
cakiam carbonate may be added during vdeanis^tion in amount of up to 5l) pbw. ll^e Examiner 
:ftmher contended that the composition further comprises mineral iiilers (citing col. .4» lines 7- 



.4s for claim 2, tlie Examiacr contended that the polyoitdni comprises poiypropylene 
(citing coL 4, line 38j< 

As for claini 3, the Examiner contended tllat the mixture comprises 20-60% of the 
oiefinic polymer and 80-40% wt of ela.stomerie EPDM (citing col, 3, lines 32-37). 

As for claim 4, the Examiner cQntended that the EPDM cotnprises tm> alplia-oklinic 
monomers and one dienic monomer (citing col. .2, lines 28-32), 
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As ibr eiaijn 6, the Examiner cqniended that the dieoic monomer emsprises 1, 4- 
hexadieiie, 2-mdhyl^l,4-peTrtadiene^ 1* 4, ^eeatriene (eMing cdl 2, Ikes 33--3B), 

Tlie Esammer conceded t^at Daiif si does not explicitly tlisdose tfee non-lialogersated 
pheriioiic ^sift cariag system ftitker comprising 0 J -$ pbw of salicylic- acid; but conteiide4 ^^at 
Carfagmni discloses a process for prodlieing a plastomer-elastomer composilioiis Ifom 
polyofelijis and EPDM comprising: 1) tiiasiitication 0f the BPDM elastomer atsd fiisidn of the 
polyoleflB piastomer; 2) thorough dispersion of the components; 3) cross-linking of the 
eiastomeric component; and 4) even dispersion of any other additives (citing page 3, lines 54- 
58), wherein the elastomer is paitiajiy or Mly cross-linked (citing Abstract)^ and the ci-QSiS- 
Imking agent ccinsists of: 

a) 04-15 pbw per .100 pbw of BPDM of non-halogeiuiled phenolic resin having, ■the 
fbOowing structure: 



m m m 




and Ml and M2 are radicals -CH2- or -GiirCO-CHir, 

wherein Z is an alkyienic, arylic or alkylic radical 4-16 carbon atoms; N is integer of 0-6 
(citing page 3, lines 1-15); and 

b) saHcylic acid, admixed at a rate of ()< 1-0.8 pails per ,1 pari of resin, by weight (cidng 
page 3, lines 45-46). 

The Examiner contended that the additi%'cs added in step 4) comprise carbonate and 
hiorganic pigments (ciling page 4^ lines 18-25). 

As for claim 16, the Exanilner contended that tiie phenolic resin is a phenoi- 
fotmaldehyde resol resin having the following formula: 
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Tht Examiiier cpiittoded that Garfagiimi teaches that the use of noa-halogeimted 
phenolic resin in epjyijisciion mth a sjolicyUe- 4cid will avoid em%onjchfenta1 and personal risk 
stemming ftom the production of chlorine and -mW require eonsiderably lower temperatures and 
less time |pr the implem.eMation (citing page 2, lines 32-37). 

The Examiner contmded that sitiee Garfagnini discloses the process 
el astomeric composition similar to that of Dane si, and since the use of phenol ic resin Curing 
agent in combination with salicylic acid provides a process tl>at will avoid environmental and 
personal risk stemming from the production of cMorine and that will require considerably lower 
temperatures aad less tims; for the iniplemetitatipn (citing page 2, lines 32r37 of Caifagdm), it 
would have been obvious to one of ordinarj^ skili in the ast to eomhine Jflie teachings of 
Garfagmili and D^esi and to uise phe:ftoiic resin curing agent in combirjatioft with salicylic acid 
in the process of D^esi, as taught by Carfegnint, so m to enStire the procesis of Danesi will avoid 
environmental and persona! risk stemming tiom the production of chlorine and will require 
cottsiderably lower temperatures and less time for tiie iniplementatloi>. 

The Examiner further contended that though Dknesi in view Of C^tagmni do not 
.explicitly recite the Shore hardness and specific gravity of the produced plasto-elastomeric 
composMon, since the composition of Danesi in view of Cariagnini is prodyced by the process 
identical to that claimed in die ins^nt invention with the use of the same coring systenj and 
nietii! eonlpoimdSi, such as calcium carbonate^ in amount overlapping with that claimed in the 
mstsnt invention, the properties of the piasto-elastomeric composition of Danesi in view of 
Carfagnini, including specific gravity and Shore hardness, will !!« Intrin&ically identical to those 
claimed In the instant invention. The E^iaminer contended that the composition of Danesi in view 
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of CajfagRisM will mtrinsicaily be recyclable and wii! liot produce eyofiaef dust, or will not 
mnt&mhmvy metals. 



Applicants ha%'e ameaded claim 15 in order to clarify the claim langiiage. As such, 
iadependent cbum 15, as amended, recites tliat the crosslinking of liPDM terpolymer by a 
cark>xyliip acid cataiyst aid a noiahailogenal^^ al|t>%henoi-fpnt)aldehyde pl^^^^ resm aiic! the 
Ijlling with & basic iBorgamc IHler are carried <5Ut in a singk process, 

Thii 0l»¥iottso«s$ Sjiftttdard after KSR: 

As reiterated by KSR a»c! the 2010 G^deiines Update, 75 FR 54643-60, the 
.framework for the objective analysis for detennlning obviousness tmder 35 U.S.C. 103 Stated 
in GfSmm v. Joint Deere Co., 38.3 U.S. I (1966). The. tactual inquiries enunciated by the Court 
are as fellows: (1) the: sedpe and content of the p.rjgr art, (2) the differences between the prior arl 
and the claims at issiie, and (3) the level of ordinary skiU in the periinent art. In addition, 
objective evidence relevant to the issue of obviousness, including cora^^ success, long ie!t 
bm unsolved needSy fail lire of others, reeogn^ of ajjrdbkm, failed attempts to shlve a 
problem^ teaching aw^y by those skilled inthe art, and resolts uneKpected to those sMlled in the 
art, must be evaiiiated by Otlice pei-sonoei. See Guidelines. 

KSR and the {juideliiie^ set torth different rationales for an obviousness determ 
lliese rationabs, include; 

Combining prior art dements siccording to known methods to yield predictable 
malts; 

fB) Simple substitution of one knovm element for another to obtain predktabic resalts; 

(C) Use of kno wn technique to iipprove similar deviGes (roethods, or products) in the 
satue way; 

(D) Applying a knou'ts technique to a known device (method or product) ready for 
improvement to yield predictable resalts; 
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(B) '"QbrnHis to try" - choosing irom a finils numfoet of i^entifieci, predktabie 
sttlations, with a re^on#ie expeclat^ of success; 

(F) Known work in one field of endeavor may prompt variations of it for use in either the 
same fseld or a different one based on design iaccniives or other mai'ket ferces if the 
variatiops would have been pmiictaljle to one of ordinary skil l in tire art: 

(G) Some teaeMrig, suggestion, or motiVStioJ^ ip the pHor art that would have led one of 
on3i»ary sMI l to modify the prior art reierenoe or to cornhine prior art reference teachings 
to arrive at tlie claimed inventioo. 

Attached in support of this response is the Declaration of AlesiSJitidrO Garfagaitsi, Mr. 
Carfagnini is: submitting this Declaratioji as one of skill in the ari. 

For the reaisons set fbrlh below, Appiicant urges (i) that at the time the invention xws 
made, the claimed inventiois as> a whole w0uld tiot have been obvious to a: person of ordiiiai^^ 
skill in the art over Danesi; and Carfagmni; and (2) that there is no piausibie reason that would 
ha ve prompted a person of ordinary skill in the art to combine the: cited eleiBonis as suggested by 
the likaminer. 

First, the cited r«fere«ce!8 do »c»t te^eh, disclose, or siiggest every islei»e»l the 
claims a^i amended, 

M this case, banesi and Carfagnim> either alone or in eombinationj do not disclose, teach, 
or even siiggest that a basic inorganic filler (such as, Ai(pH)3, Mg(0H)2^ and CaCp.?) ean b& 
added during crosslinking of a plasto-elastomeric mixture, which is catalyzed by an aromatic 
carboxyiic acid, without affecting tlie catalytic aclivity of the cai-boxyiic acid. 

Danesi discloses a halogen-dDnor-iree process for preparing plasto-eiastomefic 
compoaitions, wherein a crossMnking step is carried oiit iri the presence of (1) phenolic non- 
halogenated resin and (2) a metal compound (e.g., nnc oxide (ZnO), magnesiam oxide (MgO), 
caiciom oxide (CaO), iron oxide (FeO), litaniom oxide CHO), and silica (SiOs)) Ib a ratio of 
0.5:1 to S;L I k>wevej\ the metaOic oxides disclosed Iti Danesi are distinguished njatsriaily from 
the basic (alkaline) inorganic filers (such as, Ai(0H)3, Mg(0fl)2. and GaCOs) iitili^d in the 
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ciaiiiied iiiveBtion md dsp distinguished fonetioiially ftom the claimed in ventoi in th»t tlm 
m&MViC oxides are used as a co-catalyst ratiier tlian as a fiiliiig agent. 

CarfagjEiini feils to Temedy tlie deficiexieies of Panesi 



Carfagnini discloses a process for preparing plastomer-eiastemeric compouiids whereirt a 
cross-linking step is earned out in the presence of non-haiogeiiated phenolic resin to which m 
aromatic carboxyllc acid (e,g., salicylic acid) is admixed at a rate of between 0,1 and paits 
ijer 1 part of resis. With respect to fillets, darfagniiii merely discloses tliat a tfeemiodyna««caOy 
eross-ImkM pl^stdraer-elastomer mix may irtcjtide additivesij, sucli ais iriOfgajHC (e.g,* silica aitd 
sliieates) or organic (carbon black) strengtheners, plasticizers (e.g., mineraloils, was, paraffiB), 
IBIers (carbonaies, kaolin, talc, calcined clay, heavy spar, asbestos, and tlic like), antioxidaBts, 
O^ionej altra-violet Inkibitors, peptizing agents, anticoagulants, organic mid inorganic pignisnts, 
or vnlcanizaing agents. Howevef;, Carfagtvim does not disclose^ teach, or even ^sggest that a 
ba!?iG i«0rgailic. finer (sneh as, Al(OH)3, Mg{0H)2;and CaCO^) can be added during Cfossiinking 
of a plasto-dastoineric mixt-ure, wiiich is eataiyzed by aromatic carbdxylic acid, withoitt 
aOfecting the catalytic acti vity of the carboxylic acid. 

SiBcend!, there is «o teachisgf snggestios, or motivation i« the prior art that would 
haw led one of ordinary »kM to modify ih» prior art rcferonecs or to combitte prior art 
reffereiice teaehinp to arnve at the clainaied invention. 

Applicants ui-ge that a rationale offered to siipport a refection under 3 S y,S.€, 1 03 must 
rely on logic and stnind scientrfic principie (see MPKP 214402) mii&g M re S&IL 317 F.2d 941, 
137 U.S.P.Q. 797 (C:CPA 1963)); aiid that ''when an Examiner relies on a scientillc theory, 
evidentiary support for tiie existence and meaning of that theory rnisst be provided." Merely 
stating timt the ciimidative disclosares of the i-e.terene«s provide evidence of a reascMiabie 
expectation of success not sirffieisait Ovyentiary^ s^ sqeh a rationale (In re Gnm, 592 

F.2d 1161, 201 57 (CCFA 1979)), 

in thi$ case, there is no plausible reason that would have prompted a person of ordinaiy'- 
skill in the art to combine tite cited elements to reach the claimed invention as the Exatniner 
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sjuggested, tseeause; the state of the art at llie time of the present inysntiou discourages a ^ki^lkd 
Eirtlsan from adding frUers diiring the crossUnking step of a pksto-eiastomerie Hiixture, due to 
theit HTfeibitoiy eiTect ob tfee catdyst. 

As Mr. Carfagiiiai slates in para. 7 of Kis Declaa'ation, the present invention is M 
evblMion of a technoiogj? patented in the 1980s by So.FTer (0:S. Pat. 4,835,204^ ''So,F,1^f'-). 
This So.F.Tcr patent, together with IJanesi, describe how to produce plasto-eiastomeric 
compositions containing cross-linked EPDM nifef. However, the chemical involved m the. 
cross- linking prcjcess of the EPDM rubber makes the difference, i.e., Danes! makes use of a non- 
halogenated resin and a metal comjx>uad; therefore its novelty was to avoid using halpgenated 
chemicals. The So.F.'Fef patent makes use of a non~hafogenated resi« and a carboxylic acid; 
therefore its novelty over Dajiesi was to avoid the use of metal compounds a:s a catalyst in the 
cfoss-linking reaction, which leads to several advantages over use of a jnEjetal compound for the 
same purpose^ 

As Mr. Carfagmni states m para. 7-8 of Ms Declaration^ the disclosure of Garfagniiii 
discloses that additives are dispersed following cfoss-liiikitig of the elastomefic component The 
prdblem acktessed by the present invention was the heed to add fnfther ftsnctionality to plasto- 
elastoineric compositions so as to improve the flame retardaat properties or the sound deadening 
propeities of tiie compositioi^s. Such properties are conveyed by specif iiiiers- 

As Msr. Garfegnim states in para. S of his Deeiaration, the solution, as embodied by the 
present application, was a pksto-eJastomeric composition that shows the mechanical properties 
of compositions containing a cross-linked EPDM rubber phase together with the additional 
praperties conveyed by the specific fill cjs. 

Thirds there is »« reasaoabie degree of predictability of succe!S« ib the proposed 
Hiodificatkm or eombiitatipn 

liach of A'Si? rationales (A), (B), (D), (H,) ijod (F) discussed above require thai tlie cited 
relcrence combination yield predictable results. Applicants respecttMiy submit that this standard 
has not been met. 
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As Mr. Caria^im states in p«ra. 9 (sf his Declaratiosi, at the time of the present invention, 
basic fiilem were ccmsi4^d isicompaiible with a cross-linking regtelion cjitalyscsd by a carb«sHylic 
aGi<3. in fact, these Mhts cm iaiubit the cafkmyiic acid from acting as a eatalyst of the CiXJSS- 
liriMng mctionv A person of ordiiwy skill m tlie art who wtviild try to do iso wotild not be able 
to obtain a plasto-elaistDMei-jG composition whose EPDM is properly cross-iinked. Instead, the 
cross-linking reaction either does not occur or occurs at a very slow rate. Therefore, even if one 
of ordinary skill in the art somehow had been motivated to add tillers during the crosslinking 
stcj) of a plasio-eiastotneric mixtuxe:, there would have been no reasonable expectatioti of success 
of arnving at the claimed isvetitibn starting from teachingvS of Danesi m\d CarfagRinI, 
because the effect of adding an Bller on crosslinking of a piasto-elastomerie mixture vVouItl have 
been unpredictable, 

Uitiexpected Eesuits 

It is *^[W|eli established that one wiiy for an applicant to rebat a prima faicie case of 
obviousness Is to make a showing 6f ''unexpected results," i,e,, to show that the claimed 
invention exhibits some superior property or advantage that a person of ordinary skill in the 
relevani art would have ibuiid surprising or unexpected. The basic principle behind this rule Is 
straighilorwa# - that which would have been sut|msii% to a person or ordluaty skiM in a 
particular art would not have beets obvious. The piineiple applied; most often in the less 
ptedictafelfe iieldSi such as cheinistry, where minor chariges^^i a product or process may yidd 
suWiantially difteresit results/'^/^ 54 F3d 746, 750 (Fe;d, Gir, 1995). 

Moreover, the Federal Circiiit has stated that -'when an applicant demonstrates 
sitbstantlajly impim«ed tesults fas Sdni did herej, and states that the results weire uhexpected, this 
should suffice to establish unexpected results in the abseiice of evidence to the eontears'." Id, at 
emphasis in original; and that "[gjiven a presumption of similar properties for simtlaF 
compositions, sabstantially improved propesties are ip.m facio miexpected." Furiherirsois, it is 
\.velj. eslablished ihat "[t|he Board may not dismiss evidence of unexpected results simply 
because statistical validity has npt been shov*/n-" In re: KoUnian, 595 B.Zd 48, 56 nJ (CCPA 
1979). 
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As Mr, Carfagnmi states m para, I I of Ms Declaration, the claijBed invention exhibited 
sHperior properties that a person of ordiaary skill in the relevaRt art wcjtild Mve lomid sprpnsisg 
or mmpimQ^ m that bask morganic iiliei-s (stich Ai(0H)3> Mg(0ll)2, and CaCOs) <io i>ot 
alTect tfee cataiyjic actmfy of darboxylic acid and thits erd-ss-liitking «jf a plasto-eiastomedc 
mixture andilllmg can Ise carried out in a single proeess as presently claimed. 

Sirsce at tlie time the iswention was made, in ih& absem0: <^'mi6mm to die contrary, the 
claiined invention as a whole v\*^>uld «6t have been obsaouSj to a persisn of ordinary skill in the 
art. Applicant respectfuily urges that Ms gtoutid for re|ectioa be withdmwn. 

2. Banesi, CasTfagami, and Credali 

Claims 2-4, 6-7, 15-16, md 20-24 were rqeeted under 35 l|.S.C. lQ3(a) as allegedly 
bdt^g impatefitable over I)S 4,477,63 1 ("Danesi") in view of BP 230,20 f^Carfagnim") and WO 

2O04»957 ("Cred^ii"). 

The teachmgs of Panesi and Carfagnini are discussed above in Section 1 (Dantesi and 
G ai'lagni ni ) of thi s response, 

rhe Ejcaminer coaeeded that while Danesi in view of Carfagnini diselpses the metaJ 
campoond lised in dynairiic vuicaalxation as magnesium oxide and alumina, Danes! in view of 
Cartagmm dottot specify the metal compoynd as alunnnnm hy<fe-o?£ide or magnesi hydrojiide 
nor specify the nsineral filler used. 

Bovvever, tlie Examiner contended feat Credali discloses a eotiiposition comprising: 

1) ^-254% by weight of propylene polymer or cGpolymer; 

2) 75-92% by weight of elastoTnenc iraction comprising copolymer of ethyleiic, 
propylene and conjngated or nQn-coiijugated diene; and 

3) 40-80% fey weight of inorganic filler (as to amended claims 14, 18, citing Absttact; 
page 6, lines 8-12) comprising magnesium hydroxide, alumimm hydroxide, calcium 
carhoiMie, aiid barium sultate (citing page 10, lines 7-13; page 1 1, hnes 3-4), 
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Tba F^xaminer contended tliat the coinposition coippises self^extmgMishipg propcnies, 
while retaintng the physical and mecfeanical propemes md hming Shore >\ hardness «f lower 
thaa 85 |cMngpag€ 1 i, lines 11-16). 

The Examiner contended thai all ranges in the composition of Credali are overlapping 
mill the correspondiag ranges in the composition of Oanesi m %'iew of Caii'^gnini. i he Examiner 
contended that it is well settled tliat where the prior art, deseribes the qomponepls of a ci aimed 
cqppoiind or ctjmpositions in concentra^ons within or overlapping the claimed concentrations a 
pritna iacie ease of obviousness is established, ifcitihg /?/ r<? //am.?, 409 Fi3d 1339, I34|, 74 
I.JSPQ2d mh 19S3 (Fed- Gir 200^); k re Peterson. 315 3d 1325, 1329, 65 USPQ 2^ 1379, 
1382 (Fed. Cir, 1997); In re Woodmjj: 919 F.2d 1575, 157S 16 USPQ2d 1934, 1936-37 (CCPA 
1990)- 1» re MalagarU m FJd 1297, 1303, 182 USPQ 549, 553 (eCPA 1974)). 

The Examiner concluded that, in light of the cited patent case law, it would have been 
obvious that the overlapping of the ranges in the coniposition of Credali and those claimed in the 
instant invention estahlish a prima fade ease of obviousness. 

The Examiner contended that Danesi in view of Carfagnini recite the metal compound 
Used in dynamic vuk^mizstion being magnesiuni oxide iind; alumina, aitd also disclose the u.se of 
mineral iiliers; but coneeded that the references do not stpecift' the meta:! compound mdim 
mineral fillers being aluminum hydroxide; or magnesiuhi hydroxide or barium suilBte. 

Citing Credali, the Bxamii>er contended that Credali discloses a similar composition as 
Danes! in view of Cjirfagnini/and fnrther the use of 40-80% \vt of magnesium hy#oxide, 

aluminum bydtoxide, ealcium c«trbpnate, or barium sulfate, wherein the composition of Credali 
comprises self-extinguishing properties, while refining the physical and mechanical properties 
and having Shore A hMdness of lower than 85 (citing page 11, lines 11-16). 

The Examiner reasoned that it would have been obvious to one of ordinary skill In the art 
to eombihe the teacMngs of Danesl in view of C^artkgnini with Credali to use magnesium 
hydroxide, aluminutn hydroxide, calcium carbonate, or barium sulfeie in the amount of 40-80% 
wt as a metal compound, during vulcanimtion and/or as a mineral filler in the process of Danesi 
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in view cf Carfagmni to ensur© scli^ejclii^mg^bmg properties wliiile retaiaiag the physical aad 
mechJMsicai properties of fee cpmposMon of Danesi In view of Cmfagmal as tmgM hj Gredaii. 

The Examiner forlher reasoned that since tiie composition of E)anesi in view of 
Carfagmiy and Credali is psxMuced by the process jdentica! to that claiiiTed ky tite kstafit 
inveatioa witli tfee m& Gt th^ same curing system and xnetal comimmd, such as caieiura 
carhonate, i« the aiBourit overlapping with that claimed in the iHstarit iT^ ventidii, the properties of 
the plasto-elastomeric composition of Danesi m view of Carfagiiini aM Gredali, including 
specific gravity and Shore hiu-daess. will intrinsicaiiy be idemical to those claimed in the insti^it 
invention, 

Appiicaiits have amended claim V5 in order to clarify tlie claii« language. As such, 
independent claim 15, as amended, recites that the crosslinMng of BPI3M terpolymer by a 
cafboxyiie acid catalyst and a nonhalogenated alkylphenoj-fbrmaldehyde phenolic resin arsd the 
filling witli a basic inorganic: IHier are carried out in a single process.. 

For the reasons set tbrtli below. Applicants urge that, at the time the present invention 
Was made, the claimed invention as a whole wo uld not have been obvious to a person of ordinary 
skill in the art over Danesi, Caiiagmni, and Credail; and that there is no plaussbie reason that 
woaid h^ve prompted a person of ordinary skill in tlie art to combine the eited elements as 
saggested by the Esainiaer, 

First, the cited reiertaces d© not teach, disclose, or suggest every element of the 
eiaiMS as a»te»(i«^. 

The teachings and deficiencies of Daiiesi aiid Cartagmiu ai'e disctissed above in Section I 
(Daiiesi ajid Carfagmm) of this response. 

Credali does not cure the deficiencies of Danesi and Carfagnim. 

Credali is citsd by the Examiner for alkgediy teaeliing a polyokfin cornposition 
comprising 40-80% wt of magsesiuni liydioxide, aiiiininum hydroxide, calciuai carbonate, or 
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bariaiB sulfete, whereffl the composition of Credali comprises selJ-extingoisMng properties, 
while fiBtai«i«g the physical md nsecteical properties and having Shore A hardness of lower 
than $5. However, the polymerixatidn process disclosed by Greddi is carried out in tlie presence 
of Ziegkr-Natta catalysts and/or metailopeoe oatalysl, tridkyjaiuinjnutn eompound, (Optionally 
a» electron donor, or a soHti catalyst component coiiiprising a haHde or halagen-aichokte of Ti 
and an electron donor compound supported on anhydrous magnesium chloride, wherein the solid 
catalyst component having a surface are of less titan 200 m^/g, and a porosity higher than 0,2 
mi% (see tite last paragraph bridging page 6 to jmge 7). Therefore^ while Credali discloses 
adding htorgatiic fillers to provide self-extinguishing properties!, il does not diseiose or teach a 
process vvherein inorganic fillers, especially basie inGrganic fiilers, are preseni during cross- 
linking of a plasto-sjiastomerie mixture, which is eataly7.ed by an aroaiatie carljoxyiic acid, 
without afiecting the catalytic activity of the carboxyhc acid. 

Indeed, as Mr. Catfagmni states in para. lO of Ms Deciaration, Credali' s compositioBs are 
not intended to have a cross-iinksng reaction t^ke place at any time, and thus are not the festih of 
a cross-IinMrig reaction/reactive hlending process. Instead, they are the resull; of a melt biending 
process. 

Second, there Is no teaehifig, suggestion, or motivation in the prior art that woultl 
have k'd one of ordinary .skill to modify the prior art references or to coniMne prior art 
referenee te^ehmgs to arrive at the el»imed iiiyeiil^on. 

Applicants urge that a rationale offered to support a rejection under 35 U,S.(1 103 mu.st 
rely oti logic and setind seientific principle (see MFEP 2144(02) citing /« ft' 317 F.2d 941, 
137 liS,P>Q. 797 {CCFA and that '■vvfei an Exarniner relies m s scientilic theory, 

evidentiary suppojt for the existence and meanittg of that theory musX he provided." Merely 
stating that Hie cumulative disclosures of the referenees provide evidence of a rea,sonahle 
expectation of success is not siiMcient evidentiary support for isueh a rationale (/« re Grme, 592 
F,2d 1 161, 201 U.S.P,Q. 57 (CCPA 1979)). 

Indeed, in this case, there i,*5 no plausiible reason that Would have protnpted a person of 

ordinary .skill In the art to combine the cited elements to reach the claimed invention as the 
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Exaniinef suggested, because the state of tte ait at tiie time ef the present mvention discourages 
a skilled aitisaji Irom addiag tillers dimng tht^ crqssiiiiking step of a piasto-elasioineric niix^^^^ 
due to their iahibitorv effect osi carboxvHc acid-based catalYst 

As Mr, Galagniiii states in para. 7 of Ms Declaration, 0e present iaveatkm is aii 
evolution of a teclmology imtented m th^ 1 980s; by So.F.'% (U.S. Pat 4 j3S,2CM; "So.F.lW), 
This Sd.F.Ter patent, tosgetller with: Darjesi, deisctibe feow to produce plasto-eiastomeric 
compositions oo»taimng eross-lmked EP0M' rubber, liowever, the chemical involved in the. 
cross-linking process of the EPDM rubber make the. difference, i.e., [)anesi makes use of a non- 
■halogenated resin and a metal compoispJ; therefore its novelty was to avoid using haiogcnated 
chemicals. The So.F.Ter patent makes use of a non-haiogemted resin and a eai'boxylic acid; 
therefore its tsovelly over Banes! was to avoid the use of metal compounds a catalyst in the 
eross-linking reatitiorii which leads to several advantages over uise of a nietiil eompomid for the 
same purpose. 

As Mr, Caffaghini states in para. 7-8 of Ms Declaration, the disclosure of Carfagnini 
discloses that additives are dii^pecsed Mfewin^ of the eiastpmenc compoilent. The 

problem addressed by the present invention was the need to add fisrther tiinctionality to piasto- 
eiastoineric compositions so as to improve the flame retardant properties or the sound deadening 
properties of the compositions. Such properties -are. epuveyed by specific fillers. The solution, as 
embodied by ihc: present applieslion, therefore was a plasto-elastomet ic composition that shows, 
the tj'pical mechanical propertied of epmpositidins: containing acrdss-linked EP1>M rubber phase 
togctlier with the additional properties conveyed by the specific filiers. 

Tliiird, tbere is no reasooable degree ttf pre^iictaNlity of sueeess i« the proposed 
niodiflcatioii or eomfemstioia. 

Each af KSR rationales (A), (B), (P), (E,) and (F) described in Section ,1 require that tixe 
cited reletshce cpmbinatkvn yield predlptable results. Apphcants respectfiilly sdbinit that this 
standard has not been met. 
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M Mr, Cal^gnim sMes in para. 9 ef his Declaratien, at the time of the present inveatioa, 
basic fillers were coBsidered ineompatibfe with a eross-lihkitig reaeiion catalyzed by a earhpxylic 
acid. In fact, these Ml&ss cm inhibit the carhoxylic acid from acting a catalyst of the cross- 
linking r^jactipn. iBdeed* a pemoaof ordinao' sfc^ m the art who would trj' to do so woiild not be 
able to obtaift a piasto-eiastomedc composition whose EPDM is properly cross-liaked. fostead, 
the cross-linking reaction either does not occur or occurs at a very slow rate. Therefore, even if 
one of ordinary skill in the art somehow had been motivated to add iiiiers during the crosslinking 
step of a plasto-^ksiomeric mixtwe, there would have been no reasonable expectaiion of 
of arHying at the «;laihied i^ventiot) startihg troni the teachings of Danesi and GarlagBini, 
because the efBct of adding an ilUer on crosslinking of a plasto-elastornerie itsixtitire would have 
bees impredictabiei 

It is "[wjell established that one vmy for an applicant to rebut a prima facie case of 
obviousnesS: is to make a showing of "unexpected results/', i.e-^i to show that the claimed 
invention «xhihits some supenor property or advantage that a person 6f ordihary skii! jh the 
relcvajit art Would have foimd surprising Or unespeeted, Hie baste principk behind this rule is 
straightforward - that which would have been surprising to a person or ordinary skill in a 
particular art would not have been obvious. The principle applies most often in the less 
predictable fields, such as chemistry, where minor changes in a prodnct of process m^sy yield 
substantially different resulbv V)? r«^V>^?V 54;F,3d 746, 750 (Fed. Cir. 1993). 

Moreoverj the: Federal Circuit has stated that '^vhen an applicant demonstrates 
substantially improved s^sults [as Son? did here|. and states that tte results were unexpected, this 
should suffice to esbbiish unexpected results in die absence of evidence to the contrary ." M. at 
751, emphasis in ongistal; md tiiat **[g]iven a presumption of similar properties for simiiar 
compositions, substantially improved propeFties are ipso facto imexpecled," Fnrtherniore, it is 
well -established that '1t]he Board may not dismiss evidence of unexpected results simply 
because statistical validity has not been shown." In re KaUmm. 595 F,2d 48, 56 n.8 (CCPA 
1979). 
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As Mr. Garfegiiini states in para. 11 of his I>elaratio% the claimed immtioa exhibited, 
superior propetties tlmt a peis»n of ordmary skill in the relevant art^vxwld have Ib^iid suiprism 
0t nmxpimd in thM ba;sk indrganic fUlers (e.g.;, Al(0ll)^, ^lgpH)^, and CaCOs) do mi aflM 
the catalj'tie aefcity of ciirboxylic acid and thus cross-linidng o£ a plastp-eiastonieric 
and fi lling can be carried out in a single process as presently ciainmi 

Since at the time the iiwention vy^as tnade, m ike absence isf evidence t& the contrary, the 
claimed invention as a whole wouki not have Been obvious, to a person of ordinary skill m the 
art, Appliemit respectiiil iy urges that this ground for rejection be vvi.?Mrawn. 

3. Carfagniat OredaH, and Yamaiiaka 

CImms 2r4, §~7, 1546^ and 20-24 were rejected under 35 U.S;C. iD3(a) as allegedly 
beiag unpatentable over EP 230,212 rCarfegnini") in view df WG 2004/026957 ("Cre^ali") and 
US 2003/0013&20 ("Yamajjaka"), 

Th& Exaininef s contention mth regard to the teachings of Carfagmm are disctsssed 
above in SectioB I of this response. 

As for claitns 2, the Examiner contended that the polyoleliri copolymers comprise 
eihylene, propylene, 1-batcne, l-pentene^ njonomers {citing page 4, lines 35-41). 

As ibr clainis 4 mid 6, the EPDM teipolymers comprise copolymers of ethylene, 
propylene and diene comprising ethylidene-norhonieiie, I i4-h6xadi^n!e, dicyclopentadiene (dting 
page 4, lines 26-31). 

The ExaTniner conceded that earfagnim iMls to specifj' the amomit of added tlncr and 
adding the filler antll the composition shows a total specific gravity of 2 kg/dtn^ and hardness of 
Shore A 40 to Shore D 50, and the filler being calcium carbonate, al.uminum hydroxide, 
magnesium hyc!ro.xide, and bariiins sniiatf , 

However, the Examiner contended that Credali discloses a composition comprising: 1) 8- 
25% by weight of propylene polymer or copolymer; 2) 75-92% by weight of eiastomeric fraction 
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(?mnprismg eopolymer of ethyleije, |)K>p>ieae mA eonjugaied or non-<Jonjiigated di^^^ mid 3} 
40'S0$4 by weight of moi^gaase iiUer (ciiag Abstj-act; page 6, iiHes 8-12), 

As for Qhhm % md 20-24, the Exaiaiioer eontended that the used inorganic fillers 
cpmpme magnesium faydrpKidej aluminum hydroxicle, calcium carbonate, and bariup siUiate 
(citing page lO, lines 7-13; page 11^ lines 3-4), wherein the iilfet can tie used tlie &mit of 
cmici particles (citing page 10^ Hnes 33-34). The Examiner i\|itber c^istended tiiat the 
composition comprises selfiextJngm^ang properties, while -retaining the physical and 
mechanical properdes, and having Shore A hardness of lower than 85 (citing page 1 1, lines 11- 
16). 

Citing: Yamanaka, the Exaitiit^er eontendcd that Yamanaka diseloses: 

(1) a cqmposiie material comprising ethylene-propylene'diene (EPDM) rubber, 
poiyolefiit, aad..an. inorganic filler (citing abstract); 

(2) that tite iiiorganic filler comptises barium suifate (citing [O0S2J); 

(3) that tite filler is added in a mtio of lOO-SOO parts tjy wgbt relative {& 100 parts by 
weight of rubber (citihg [00 i 1]); ajiid 

(4) that the composite CGmprises speciiic gmVity of -8 g?CG (citing Ta;ible 3), 
I be Exajtiiner contended that Garfagnini diseloses: 

(a) a piasto-^lasiopieric composition and a process for producing a plastomer- 
elastomer compositions compdsmg masti&ation of the EPDM elastomer atid 
fusion of the polyolefin plastoioEier; 

(b) thof oiigh dispersion of the cornponents; and 

(c) cross-linking of the elastomerfc component with a blend of non-halogetiated 
phenolic resin and salicylic acid followed by even dispersion of any ptiier 
additives (citing p. 3, lines S4~58), such asiillers. 
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llowever, the Exammer cQiieeded that Cad^gmni fails to specily (1) ti5« additives aad 
tilI@K5 bcmg magnesmm h5?tkoxid:e, alummum hydroxide, caleiuiR carbonate, or barium sulfatej 
wMch comprise 90% or less 0f the comiJosMom and (2) addition of tfae filler to the composition 
witil tlie Inal ^peciliq gravity is 2 kg/dm*. 

Tie Examiner contsinded tliat Credali disdoses a composition comprising: 

by vteight pf pittpylerie pojyrner or copolym'ef; 

(b) 75-92% by weight of eiastoraeric iiaction coajprising copolymer of etbylene, 
propylene atsd siotijygaied or non^cotyijgdted diene; and 

(c) 40-80% by weight of inorganic ililer comprising magnesium hydroxide, 
aliuBiniim hydroxide, caMum carbonate^ and barium sulfate, wherein tile 
cotsiposition comprises a Shore A bay^ 85 (citing piage 11, lines; 
iine 17-18), good ilaraie-retardancy, and good elastic properties (citing page 11, 
lihssi 21-^29). 

The Examiner contended that Yamanaka dtsctoses a composite matmai comprising; 
ethyiene-propyletie-diene: (EPDM) nibber, polyolefm, and atv inorganic filler, wherein the Slier 
is added in a ratio of 200-500 parts by weight relative to 100 parts by weight of tnbb^r (citing 
para. [001 11]) so that the composite comprises specific gravity of L6-1.H g/cc. 

'fhe Examini* reasoned that it would have been Obviotis to onis of ordinai'y skill in the art 

at the time of the present mvention was made to add magnesium hydroxide, aluminum 
hydroside, cakium carbonate, or bariimi suit sue fillers to the composition of Carfegaini so that 
the composition of Gatrfegiiiiii, cotrfaining 40-8()% of a fillerj would eomprise boih good ilamc- 
retardffiicy imd elasticity pmpeities, similar to Credali, and the specific gravity of L6-U g/cc, as 
in the cdmpositlon of YmiianaMa. 

llie Examiner CQntended that the process of Carlagnini in view of CredaU and Yainaoaka 
is identical to the procesis elaimed in the mstant inyention; and that the ranges of the added 
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campapejilis In tiie process of Csriagnlm in view of Credaii md Yamaiiaka are ovedappiiig with 
the ranges of the components aided in tfae pjfocess claimed in the in^itantipven^^ 

The Examiner fnrtlier contended that the sp«ciik flame-reiai-danc)\ hardness, and 
ela^stlcsty of tiie coiTipositiGn depeBd on the speGific gmotint of added ixlier md m the specific 
gravity the composition; and that stich limitation as the specliic eonte«t of added IMeT 
becopfes a tesdt eiTeaivc variable. 

The Esaniaer reasoned thai it would llave been obvious to ctne skilled in Ifee aft at the 
tinie the invention was niade to make variations in the amount of the added filler, ajvd thm m the 
level of the specific gravity of the fitiai compbsitidn. to feach the desired conibination of ilarae- 
retardancy, hardness, aiM elasticity, (citing Inj-e Boesch, 617 F.2d 272, 20S USFQ 21.5 (CGPA 
198Q):(MPEP 2144.0511)), 

Applicants ■ Restw»se 

Appiicahts have aaiended elaini 1$ m order to clarify the; claim language* As snch, 
Independent claim 15, as amended, reches Ih^it the crosslinking of EFDM tetpolymer by a 
cai'boxylic acid catalyst and a nonhak^genated gdkylphenol-formaMehyde phenolic resin and the 
filling with a basic iiiorganie tiller are carried out in a single process. 

For the reasons set forth i^elovv; Applicant urges that at the time the Invention was made, 
the claimed invention as a whole would not have been obvious to a person of ordinary skill in the 
art over C%fegami, Credali, and Yaniajiaka; and that there is no plausible reason tiiat would 
have prompted a person of oidinary sM! in the art to CGmbine the cited elements as suggested by 
the Eximiiner, 

Firstj the mted refere»ces do not teach, dlisclpse, or suggest ever^' eietueiil <»f the 

Xeaehings and defjcienciea of GarfagnSni ai>d Credali are diseiissed above in Section 2 
(Danesi, CJaAgniai, and Credali) of this response. 

Ya^nanaka fails to remedy the deficieneks of earlagnini and Credali. 
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Yamanaka merely discloses a soundl msulatmg materuii cojiiprismg eifeyksic-pmpykne- 
dim& pPDM) mbfeer, jjolyoleira and an morgaaic fiiferi wberem the filler is added in a ratio of 
200-500 paits by wei^^t relative to 100 partis fey weight of rubber so that composite comprises 
gpectfic gKwity of 1.6-1.8 g/cc. While Yaxnanaka diseloses a list of iBorgaiiic illers seleeled 
iiom zinc oxide, barium sulfate, and titanium dioxide, Yamanaka does mi teach or suggest that 
basic inorganic fillers can be added during eross-iiuking of a plasto-elastomeric mixture, which 
is catalyzed by m aromatic cafboxylic acid, without affecting tlie catalytic activity of the 
carboxyiic acid, 

Secoad, there is no teachiag, siigge^tion^ or mativatioii in tb£! prior ait that would 
have led m« of utMnstty skili to modify th« prior art references or to cosafeine prior art 
refereiiee teachings t4 arrive at the elaiined invehtion. 

Applicants urge that a rationale offered to support :a rejection UBdcr 35 U.S,C. 103 must 
rely on logic and sbimd scisMiftc principle (see MPEF 2144(02) citing In re Soli, M7 f .M 941, 
137 U.S.P.Q, 797 fCCPA 1963)); and that -'when an Examiner rclies on a scientific theory, 
evidentiary support ibr the existence and meaning of that dieory must be provided." Merely 
stating that the; eumuiative disclosures of the references provide evidence of a reasonable 
expeetaiion of success Is not swMcient evidentiars^ sapport for stich a rationale (i^^^ re Grme, 392 
F.2d 1161,201 U.S:P.Q.S7(GCPA 1979)). 

Indeed, in this casco, there is no plausible reason tltat would have prompted a person of 
ordinarj' skill in the art to combine the cited elements to reach the claimed invention as the 
E^s;aminer suggested, becausie the state of the a,rt at: the tinie of the pKJsent mveiition discotjrages 
a skilled artisai> from adding Miers during the crosslinking step of a plasto-elastoraeric mis:ltire, 
due to their inhibitory ellect on carboxylic acid-based catalyst. 

As Mr. €aff^igr!ini shttes in para, S of his DeclarMdn, the problem addressed by the 
preseni invention was the need to add Ihrther Bmetioit^ so 

as to improve the flame retaidant properties or the sound deadenix^g properties of the 
composiiions. Such properties are cGnveyed by .s}jeeittc IllleFS, 'Fhe solution, as embodied by 
the present application tiierefore was a piasto-eiastomeric compoisition tbat shows die typical 
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mechaiikal propeities of e«>njpositkws eoataiaing across-imked EPDM rubber phase togetlier 
with the ad^tioBalproperties conveyed hy the speciiic fiiiers. 

Thirds there is m reasonable dl;j^ee of predictabiiify of success ia tfae propMetl 
modifieatioB or comblBSiion. 

Eaeh of rationales (A), (B), (I>K (fij ami (F) described in Section 1 of this response 
requite that ihp cited refcrerice combinatkm yield predictable tesiilts. AppKeaMs respeetfuiiy 
submit ihal this standard fes not been met. 

As Mr. Garf^igtimi states in para. 9 of his Declaration, ait tJie tiitie of the present invention, 
bask fillers were considered incompatible wth a erGSS-lirOtihg re^etiOii catalyzed by & e^rboxylic 
acid, in lact, tbe^se Miers can inhibit the earboxylic aeid from aciing as a catalyst of the cross- 
linking leaction. Indeed, a person Of ordinary skill in ihe art who Svouid try to do so \s?(5i}ld nM be 
able to obtain a piasto-elastomeric composition whose EPDM is properly cross-linked. Instead^ 
the cross-linking reaction either does not occur or occurs at a very slow rate, 'fherefore, even if 
one of ;ofdinar>' skill in tlie art somehow had been motivated to add Bll'ers during the crossiinking 
step of a ^^lasto-efesix>nieric niixtare, there would have feeen no reasonable expectation of success 
of arriving at the ciaiiped invention staHiing tiom the teaiihiiigss of Garfagnini, Credaii, and 
t' aiBanaka, becanse the ei^lfect of adding an fiMer on crossl inMng of a piasto-elastoineric mixture 
woiild have beenijnpredietable* 

It is "[w]eil established that one way for an applicant to rebut a prima lacie c&sp of 
ob\fionsness is to make a showing of '*nnexpeeted restiits,", i.e., to show thai the claimed 
invention exhibits sonte superior property or advantage that a person of ordinary skill in the 
relevant art would have found siaprising or unexpected, llie basic principle behind this rule is 

stxaightforwar'd ■■ that which would have been snrprising to a person or ordinary skill in a 
particular art would oot have been obvious,: Tim priiiciple applies most often in the less 
predietabic fields, such m chemistry, where niinof changes in a product or process may yield 
substantially dlfiferent results. In re Smh 54 F.3d 746, 750 (Fed. Clr. 1995). 
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Moreover, the Federal Gireiut has stet«d that "when aai appiicaiit demonstrates 
xsub^astially iaiprpyed results [as Som did here}, and states that the results were onexpected, this 
siioiild suffice to establisi unexpected resuhs in the absence of emleitce to the coTrtrafV." Id. at 
751, emphasis m originai; and that "[gliveh a presumption of simiiar properties similar 
compositions, substaistjally improved properties are ipso; facto unexpeeted." Furthennore, it is 
well established that *%t]h.e Board may not dismiss evidence of unexpected results simply 
because siatisticaryaiidity bas aot been showp/Vi« re j^/|w<:?«, 595 F,2d 48, 56 xiM (CGPA 
1979), 

As Mr, Carfagnini states in para. II -of his Declaration, the claimed invention exhibited 
superior properties that a person of ordinary skill in the relevant art wauld have found smprising 
or anexpected in that basic inorganic fillers ^sw± as, Ai(0fi)3, Mg(Oli)^, and CaCO^) do net 
alfect the eataiytie activity of carboxylic acid and thus croisMinking of a pMsto-elastomeric 
mixture and filling can be carried out in a single process as presently claimed. 

Sitsefe at tlie time the invehtiOn was made, in the absence d/' evidence to the coiitrary, the 
claimed invention as a whole would not have been obvious to a jjefson of ordinary skill in the 
art, ApplicMt respcctfuliy urges that this ground for rejeetion be withdrawn. 

4. Carfagttim, Credail, and $iilliva» 

Claims 2-4, 6-7, 15-16, and 20-24 were rejected under 35 IJS.C, l()3(a) as allegedly 
being mrpaientable over i;jp 23q,2 l2 ^"'CMagnini") in view of WO 2004/026957 (feredali) and 
0^ 2004/0209707 C'SssllivaB'*). 

Es^iner's eopteniions with i^gard to teachings of Oarfiagmni aid Gredstli are 
discussed above in Bection 2 (Oanesi, Carfapiini, and Credali). 

As tor claiM 16, the Bxaaniner contended that the phenolic resin is a phenol- 
fbrmaldehyde reso! r^sia havihg the following forinula: 
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As for claim 2, tfee Examiner contended ihstt the polyoie&i copoiyiBsrs eompme 

ethylene, propykiie, I - buteEe, 1-penteae, mononiers (citmg page 4, lines 35-4i). 

As for claims 4 and 6, the Exammer confended that EP.PM te.rpoiymei'S complse 
copolymers of ethylene, propylene aad diene comprising ethyUdeae-norbornene, 1,4-Iiexa:d5ene, 
dk;yclopenfeid.ieae (siting page 4, lines 26-3 1 ). 

'Fbi* Exaininer coiiceded that Garfagnini feils to spedfy (1 ) tite amouKt of added filler and 
adding tlie filter until the composition shows a tdtai specific gravity of 2 kg/dra" and hardness of 
Shore A 40 to Shore D 50; and (2) the fiHer being calcium caijonate, alumijium hydroxide, 
magnesiimi hydroxide, or barium sulfate. However, the Examiner contended that Credali 
discloses a compositiot^ comprising; (I) 8-25% by weight of propyl^tie polymer or copdiymer; 
(2) 75-92% by weight of clastorneric fraction of ethyiene, propylene and 

conjugated or non-conjugated diene; aiid p) 4Q■^8Q% by weight of inorganic tiller (cstiiig 
Abstract; page 6^, lines 8-12). 

As for claims 7 and 20-24, the Examiner cotttended that the used inorganic lillers 
Comprise magneslm« hydro?iide, akimifjum hydroxidoj caleium carbonate, and barium adfate 
(citing page 10, lines 7-13 and page 11, lines 3-4), wherein the filler can be used in the form of 
coated partjcies (citing page 10, lines 33- 34), 'llie Exajiiiner further! contended that the 
coinpositipp compns«js MM-^extinguishmg pfopefties, wMie retaining the physical and 
mechanical properties and iisving Shore A hardness of lower than 85 (citing page i L lines 11- 

Citing ^oilivan, the Ej^iner eontended that Sulliyfm discloses a malti-layered ardcle, 
such as a golf baii wherein each layer has a different speeiHc gravity and a difiei^nt Shore 
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haidaess (citing page. 11 md sl&m 1). Speciiiealiy, the Exaaiiiaer coateadeci that the outer core 
lityer Cijmpising aa EPDM rubber (citmg para, [0042] and C*5CM3|) is feeaviiy filled mth t 
denMty iiicfeasmg matedal to provide a speeiftc gravity of greater than 1.75 g/oc or gfeater tliaii 
2 g/cc (dting para. [OOIS]). The Exajntnef lurthef eofttended that fllfe corn|>ris<5s ealcte 
carbonate having a specific gravity of l.?! g/cc or barMm sulfate having a speeiik gravity of 4> 6 
g/cc (citing table in [0062]); ssd that the outer core layer has a Shore D hardness of at least 3.0 
(citiog [0051 1). 

The Examiner contended that SiilHvan teaches that by addition of density increasing 
fillers, such as calcium, carbotiate or bai-iuiu sulfate- to specific compositions of dillerent layers, 
the desired specific gravity and hardness of each layer niay be achieved, 

The Exatnirier coitt^uded ^at Gariagnini discioiies: 

(1) a fjlasto-eiastomeric composition and a process lor producing a plastomer-elastonier 
compositions coittprisiiig masitiScation of the HIi'DM elastomer and: fusion of the 
polyolefm plastomer- apd 

(2) thofoughdispersion of the components; eross-litiking of the eis^tomeric component 
with a Mend of ndn~ha|ogeuated phenolic resin and salicylic acid Mlowed by even 
dispersion of any other additives such as fillers (citing page 3, lines 54-58). 

However, tiie Exahamer conceded that Carfagnini fails to npccify (1) the additives being 
magnesiimi hydroxide, ^lunintim hydroxide, calcium carbonates or barium suifatCj which 
GBffipris^ 9(1% or less of the composition; and (2) addition of ^e fdler to the corapoMtion tttxtii 

the final specific gravity is 2 kg/dm'*. 

The Bxanmer contended that Credali discloses a composition eotnprising: 

a) §~25% by wei ght Of propylene polymer or copolyiner; 

b) 75-92% by weight of eiasiomeric iractio)? comprising copolymer of etbylexie, 
pmpyieiie and coniugated or m^n-conjugated diene; and 



c) 4Q-$0% by weight of inorganic iiller cGinpti.€Bg magiiesimB hydroxide, lilumsaum 
hysfeoxBe, caidum carbonate, barhim sulfate, wherein fe eom|xmtio« comprises a Shore A 
hardiiess of lo\^esr tlsan 85 (mm$ {iage U, lines 18), goad flaa^e-retardaney^ good «Miic 
properties (citing page 1 ! , lines 2.1-26), 

The Exammet furtlier contended that since SulHvaa teaches that hy addition of density 
Inereasing ilieirs, such as fi^lcmm carbonate: or baniini sulfate, to specific cOBiposiiions, the 
desired s peci fic gm vity iuid the desired hardness of each composition n^ay be ac h ie ved. 

The Bxamifter contended that it would have been obvious to onss of ordinary sHO in the 
gri at tJie time the preserst invention ms^ made to add magnesitnn hydroxide, afenliimra 
hydroxide, calcium carbonate, or barium sulfate Sllers to titc composition of ("arfagnini, so that 
the coiBpositiors. of Carfagnini, containing 4040% of a filler, would have botb good flame- 
retardancy aitd elMtieity properties, similar to Gredaiij wherein by addition of specific iilier to in 
a spesiific aaiouitt, the desired specific gi^vity ahd Shore hardness of the composition may be 
obtained. The Exantiner further contended that since tiie specific gravitj^f and Shore hardiTesS Of 
the coiriposition depends oh the amount of added specific filler having a specific §ravity, such 
limitation as the atnount of sidded specific filler having specific gravity becomes a result 
effective variable. 

Based on the above grounds, the Exaininer reasoned that: it would have been obvious to 
ope skilled in &e art at tiie time the ihveiitibn was made to make variiitions in the amount of 
gpecifie filler having specific gravity added to the rubber composition to obtain the desired 
Specific gnivity and Shore hardtiess of the final composition (citing in re BmscK 617 F.2d 272, 
205 OSPQ 215 (CCPA;1980) (MFEP 2144.05 31). 

A pplicants'' ,, jfe^ 

Applicants have amended ciaim 15 in oi^er to clarily the claim language. M such, 
md^pmimt claim IS, as aniended, recites that the crossiinMing gf EPOM terpolymer a 
cafboxyiic acid catalyst and a nonhalogenatM aikylphenoi-lbrmaldehyde p the 
illliiig witli a basic inorganic filler are carried out ih a single process. 
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For the msoi^ set foith below, AppBcaBt urges that at the t^^«e the invention was made, 
the cMmed immtkm ^ a whole would not have been dbvioiis to a |>ers€tn of or4}iwy skiU in the 
art over Carfegnini, Gredati, and Sunivaa; and that there is no jplavu^ilie revolt that would haw 
prompted a petsori of ordinary skill in the art to eombine ti;ie cited elenieists as suggested by tlie 
limmiti&T, 

Firslj th« referettm do not teach, dlfeciosse^ or suggest evejy element of the claliiis 

as atifieiided. 

Teachsiigs and defideajcieis of Carfagnim and GredaH are disctsissed ^bove m Section 2 
(Daiiesi, Carlagnini, and Credali) df tiii$ respOftsc* 

SulBvan fails to cure tbc deficiericles of Carfapnini and CredaSi. 

Sullivan discloses a miilti-Iayered golf bail, wherein each of the layers has different 
specliie gravity and ditBrent Shore bardness. Specifically, the outer core layer comprising an 
BF0M rabber in Suilivari is filled \vith a density increasing material^ such as calcium carbonate 
or barium, suifetes which has a speciiie gravity of gmater than 1.7Sg/cc or greater than SgAjc, The 
filler comprises calciinn carbonate having a speciilc gravity of 2.71 g/cc or barium sulfete having 
a specific gravity of 4.6 g/cc, and the outer core layer has Shore D-.hardness of at least 31), 
f lowever, Sullivan does t^ot teach or suggest that baisic; inorganic llUers (such as, Al(0if)3,: 
Mg(C>.l:I>2,aj;i4 CaCOa) cm be added during the crossBnktiig step of a plasto-eiastonterio mix 
which is eataiy^sd by aft aromatic c^iioxyUc acid, vvithoiit allectihg tliis catalytic activity of the 
carboxyiic aeid. 

Secoiidi fliere % m teachmis sugpstitt% or msdvation ia the prior art that woald 
haw kd one of ordinary sItiO to modify the prior art referettces or to coMbine prior art 
refcreisce teachMp to arrive at tfae elaiined inveiitioB. 

Appiicaits urge that a rationale offered to support a rejection ufider 35 li.S.G, 103 sxmi 
rely on logic and^imd scientiSc principle (see MPii'F 2144(02) citing re Soli,3ll F.2d 941, 
137 U.S.P.Q. 797 (CCFA 1963)); and that 'Hvheo an Examiner relies on a scientific theory, 
evidentiary support for the existence and meainng of that theory most be provided." Msiely 
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stating that the cumuMwe discldswes of the references pir^)yide evidence of a xeasosalste 
expectation of sae-cess is not suflSdeiit evidentiary sujjport tx>r such a mtlonak (In re Grme^ 592 
F.2d 1161, 201 U.S.P.Q, 5? (CCPA 197S^)); 

Indeed, In iMs case? there is no plausible reason that would have prompted a person of 
ordinary skil! iri art to cotiibihe the cited elements to reach the claimed iiwention as tht 
Exaininer suggested, because the state of the ajt at the tiine of the presi^nt Invention discoarages 
a skilled ariisan Item adding fillers during the crosshnking step of a piasto-elastomexic mixture, 
due to their inhibitory ellect on carboxyhc acid-based catalyst. 

As Mr, Carfagnim states in para. 8 of his Declaration, the problem addressed by the 
presjeM invention was the need to add further functionality to plasto-elastoraertc compositions so 
as to impiroye the flame retardarit: properties or. the sound deadening properties of the 
eontpositions. Such properties are conveyed by speciBe filters. The sol tition, as emhodied by the 
present appKcatioii ^erelore was a plasto-elastornenc composition that shows the typical 
meehaBicai proj^rties of composjtions eontmning across-hnfeed EPlJM rubber pha^e together 
with the additional propetlies conveyed by the specific tlilers. 

Third, ther^ is »o reasoiiafole degree of predictability of sitecf^ i*i the proposied 
modifieatioii or combinatioit 

Ijach of KSR rationales (A)^ (B), (D), (B,) and (F) described above in Section 1 of this 
response: require that the cited rderence combination yield predictable resuhs. Applisiaots 
respectfully submit that this standard has not been met. 

As Mr. Car%gRini states in para. 9 of his 0eeiaration, at die time of die preseist invention, 
basie tillers were considered incompatibk with a cross-rliiiking reaction catalyzed by a earboxyiic 

acid, hi fact, these fillers can inhibit the carbOxylio acid from acting as a catalyst of the crOss« 
linking reaction. Indeed, a person of ordinary skill in the art who would try to do so would not be 
able to obtain a plasto-elastomerie composition whose litPDM is properly cros.s-iiaked. Instead, 
the eross-iiiiking reaction either does sot occur or occurs at a very slow rate. Therefore, even if 
one of ordimiry skill in the art somehow Imd been motivated to add iilers during the crossKnking 
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step af a plasfe>-eiastonieric mixture^ tiiere wc>uld Imve been no reasonable expectation of sticcess 
oiF amvmg at elaijcned myeMion startmg from the teaGbings of Carfagnki, GredalJ, md 
Sullivan, becaase the el^et of a4(iag aix lillef on emssiinkkg of a pi^to-elastomeilc mixtate 
woald have feeen u!}f>r«dletab!e. 

Evtdeace of llaeX|>tH:t*d Rcsaits 

It is '^[w]eil ^stabiished diat one v/&y for m appticant to rebut a pmm facie case of 
obvfoiismess is to make a showifig of "wnexpeeted resuHSi"^ i.e«, to show tliat the claimed 
iijyetttion exfeibits s6me jjupenor propei^y of advantage that a person of ordsnaiy skilS in the 
relevaM art would have found surprising or unexpected, 'Oie basic prineiple behitid this ?ule is 
straightfonvai-d - that which svould have been surprising to a person or ordinary skill in a 
parlicular art would not have been obvious. The principle applies most often in the less 
predici^able fields, sucii as chemistry, where minor changes in a product or process may yield 
sabstsntiaily difeeni results,*' re SontM ¥36 746, 750 (Fed. Gir. 1995). 

Moreover^ the Federal Circuit has stated that "when an apphcant demonstrates 
substantiiilly impi-ov^ results [as Soni did here], and states that the results were imexpected, this 
should suXSce to establish miesEpected resohs in the absence of evidenee to the cotitrar^'/' Id. at 
751, emphasis? in original; arid that "fg]iven a presumption of similar propertiesi for similar 
compositions, substantmlly improved properties are ipso fmto unexpected-" Furthermore, it is 
well established that "[tjhe Board may not dismiss evidence of unexpected results simply 
because statistical validit}^ has mi been showT>." In re KoUman, 595 F,2d 4S, 56 n.8 (CCPA 

Moreover, as Mr. Carfagnini states in para, 1 1 of his Declaration, the claimed invention 
exliibitetl superior properties tliat a person of ordinary skill in the relevant art would iiave found 
surprising or ipexpe^jted its that basic inorgam^ Mg(Qi-lh, and GaCO^) 

do not aflect tlie cataiylic activity of carboxylic acid and thus crbss^snking of a plasto- 
elastomeric mixtnK? and ilhing can be earried out ijt a smgle process as presently claimed. 
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Since at the time the iavention was made, in ihe gbsenm of «fvs£|?Bce to the ceatrsiyj the 
claimed uwmtioii as a whole v^'O^^id BOt have been ebviiiJt^v to a person of Ofdiiwy skiO in tlie 
ait, Applicant respectfMliy urgijs tliat tKis ground for rejeotion bte witMmwn. 

A. In response to Applicantis- arguments submitted in the reply filed November 23, 201 0, 
the BsianiiRer contended; 

1) that Carfagsiini discioses the use of iillers (eMng page 4, lines 18-25); 

2) that though Cmlagnifti does noi specify how to incorporate such Man with the 
eomposition md yet retain dsfsired properties^ Gredali discloses the similar conipositioo 
as Csrt^mm, ftirther specifying incorporation of 40-80% of inprgsnic filiers: 

2) that Credali cites EP 1,043,733 as shovving that incorporation of llame-retardant 
inorf anic fflier into a composition comprising a heteropbase eopolyititci' having at least 
45% \ivt ol' ats elastdmeric phaise and further a thermoplastic poly propylene phase leads to 
low (Biongation (eiting pa:ge 2, lines 15-24 of Credali); 

3) that Gredaii further coatinties that in order to compete with plasticized FVCS, h would 
be rseeessary to provide flexibie pGlyoiefm compositions, having low flexural modulus 
and hardness, capable of incorporating l arge atnounts Of filler withou t deterioration of 
physical aiid mechanical properties (citing page 2, lines 2.5-29 of Gredali); :aiid 

4) that to make the composition "fleTdbte" and "hayihg low tlexuml modalas and 

kffdness- capable of iBCorporating large amounts of filler witlioiil deterioration of 
physical and mechaiiicai properties," C'redali discloses the isse of high aiBoimts of 
ciastomerieltaction (75-92% wt| (citing page 3, lines 

The Exajiiiiier contended tliai the level of deterioradon or the retaining of physical and 
mechaiiical propeities of the plasto-elastomeric composition in the presence of large amount of 
lijofganic fillef depends on the amount of elastomOTciraction present in the composition. Ihe 
Examinsir reasoned that since large amounts of inorganic illlers ensure good Hame retardant 
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properties, it woiiid kma been obvious tt> a skilled artissn to vary the amotait of used elastomeric 
Irsction of the plasto-elastomeEic composition on one side and the anioimt of added inorgaiiic 
l|l!ef on the other ^ide to find to desired eoitbitmtmn of flame-retanfent and also physical- 
meehanieai properties. The E^saminei' Umber contended that instenicMm 1 5 is silent witb 
respect to the amount of the elastomeric -fraction .in the plasto-ekstometic conTpoMtioa, 

Applicanis' response to the Exajmner' s conieiitioa vs4th respect to CariagnM and Credali 
is preseiited above in Section 2-4 of this paper , 

B. In i«sponse to Applicants' argwmentjs: 

(1) thatt (JredaJi us^s solid catalyst comprising a haUde or halogen alcohofate of Ti aj)d an 
eteetroii donor stipporteti on anhydrous magnesiuin chloride, whereas Carfagnini employs 
a jion-haiogenated phenolie resin mth an aromatic catboxylic acid as a catalyst; and 

(2) that, therelbre, there is no e-vidsaies th&t a person of ^ill in tN art would have 
expected that filler of Ctedali could have ls:en suecessftilly used under the reaction 
conditions of Cariagmni* 

the Exaiiiiaer eontended that the catalyst of CredaU comprising a halide or halogen 
slcoholate of Ti and an electroh dohor sapportcd on anhydrous magnesitim chloride, to which 
Applicant is referring to, is a catalyst fe co|xsl>^neri5atJdn of propylene, ethylene Md diene; of a 
sequential polymerization (citing page 6, lines 27-30) to produce a heterophasic poiyolefm 
eonipositian; whereas the non~Mpget^ted- phenolic resin in conjujietioa with aromatic 
cafboxylic acid of Csrfagmni is a cross-iiiildng catalyst for cross- linking of EPDM Cciting page 
2, lines 37-40), Hie Examiner cc>niended that Carfagnini sMes that inorganic iillers may be 
added to the eomppsltion (biting page 4, lines 18-23 of Gar&gmni) for the purpose of enhancihg 
the pmcessability m&m properti es of the materials (citing page 4, lines 54-5<55;11be Examiner 
reasoned Ihat it wonM have been obvioiis to a skilled aftisan that inorganic fillers can be 
sticcessfully used in the composition of Carfegnini as well. 
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Th& ExamiBer itoher eosteaded that Gar&gniiii discloses a process Ibr prepariiig a 
plasto-eiastomef composition fiom^ 

together vvitii an aromMic carboxylic aidd process avoids eaviroaiiaental aad jjersoaai risk 

stemming ftom production of ehlorine m4 requires lower temperaiij^^^ a»d less tiirie tl>im the 
convention processes, Tim Examiiier cofitended thai Cartagnsiit further discloses tllatthe 
composition m&}= fyxth&x comprise iBorgamc fiilers. 

With regard to Creddi, the Ekaminef contended tiiat Qedali discloses a similar EPDM- 
polyokiin composition but specified the use of 40-80% wt of fillers induding aluminum 
liydroxid0j calcium esi-boiiate aaid bariuia ssalphaie, wherein the composition of Credali 
comprises self-extingpisM% properties while retm properties. 

The Examiner reasoned that it would have been obvious to one of ordinary skill in the art 
to eoffibine the teaclmigs of eartagmni asd Credali and to inekde the 40-S0% wt of filler In the 
eomposdtipii of Carfagrabi so that the cotnpositioh of Garfagniiii AVould comprise good flame- 
retardatst properties but also retain: physical and mechajucsil properties, as tatight by Credali> 

AftipHcaats* R esi 3|e Ase 

Applicants* response; to the Ilxaminer's cantcntioii with respect to Carfegnini md Credali 
ii5 presented above in Seetiofts 2-4 of this paper. 

C, hi response to Applicants' arguments thai YanuinBka docs not discbse a process ibr 
producing a plasto^lastomeric eoinpound in the presence of non-haiogenated aifeyi- 
foRBaidehyde r^sija, the Examiner contended that though Yamanaka does not disclose a process 
!br producing a plastQ-elastqmefIc compound in the presence of honrhdogenated alkyl- 
formaldehyde resin, Yarnanaka is a secondary reference/l'he Bxaniiiier contended that such a 
secondary reference does not need to teach ail Hmitations, stating that "'|i]t is not niceessary to be 
able to bodily incorporate the secondary reference into the primary reference in order to make 
the comfeination'' (citing i« reNm?ek, 179 USFQ 224 (CCPA 1973)). 
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Applicaiits' Response to tfie EMfiiinef s eontention mtli r<egar4 ts ¥attiaiiaJ<a is preseMed 
ak>ve ia Section 3 (Carfagnini^ Gredali, aud Yamanaka) of iMs pajjer. 

1), la response to Applicants" arguiBeftts that the cornposMon of Sullivan only coniaias 
ati EFDM mbhct asicl does Bot disclose a pmcsiss for produping a plasto-elastomsric compotmd 
in the presence of a non-haiogenatBd alkj'l-fonnaidebyde resin, the Exaininer e«nt««ded t^^ 
thoagh Stillivan doess iipt dssdpse a poiyclefip and a pitx;e^ for producing g piasto-efastomedc 
compound m the presence of rton-halogenated alkyi4brmakie!hyde resin, StiHivan is a secondary 
reference, and that such a secondary reference does not need to teach all limitations, citing that 
■'|i|t is not necessary to be able to bodily incorporate the. secondary reference into the primary 
reference in order to make the combination." {In re Nieyek, 179 USPQ 224 (CCBA 1973)). 

Applicants' response to the Examiner's contention with regard to Sullivan is presented 
above in Section 4 (Gariagnim, Credaii., aiid SiiUivan) of this paper. 

Since there is no prior art that teaches or suggests the claimed invention. Applicants 
respectfully request that the Exaiwiner vviti;draw ail objections to and rejections of the present 
ihventioR, 

Applicant urges that this application is now in condition for allow^c^ and earnestly 
solicits early and fawrable action by the BxaiTiiner, If the li^ahuiier believes that issues may be 
resolye^d by a telesphone iitteryiew, the Exaatmer is respectfully urged to telephone the 
imdersigned at 973-360-7934. The undersigned also may be contacted via e-mail at 
IUbitb(^gtla w;COfis . 
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Ammmmum 

The Commissioner hereby is authorized to charge any fees, incl uding ihe 
apprapiiats fee for a submission, of a terminal disclaimer by a small, entity, which may be 
reqiilj'«4 Of credit arty dverpayment to Deposit Aecoimt 501565. 

Respectfuliy submiltcd, 
For Greenberg Traurig 
By 



Dale: 4 /! i / 1/ '-.iU^M^M.. '€^ tA^M 




Beverly W. Phi>, 
Attorney for Applicant 
Registralian No. 47,759 
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Morham Bark^NJ 07932 
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